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REMARKS 

This communication responds to the Office Action mailed on December 14, 2004. No 
claims are amended, no claims are canceled, and no claims are added. As a result, claims 1-27 
are now pending in this Application. If the Examiner is not convinced that the pending claims 
are in condition for allowance after reviewing this document, the courtesy of an Examiner's 
Interview is respectfully requested prior to preparing and mailing any Final Office Action. 

§ 102 Rejection of the Claims 
Claims 1-6, 8-12, 13-15, 16, 17, 20-22 and 24-26 were rejected under 35 USC § 102(b) 
as being anticipated by Rosen et al. (U.S. 6,014,090; hereinafter "Rosen"). The Applicant does 
not admit that Rosen is prior art and reserves the right to swear behind this reference at a later 
date. In addition, because the Applicant asserts that the Office has not shown that Rosen 
discloses the identical invention as claimed, the Applicant respectfully traverses this rejection of 
the claims. 

It is respectfully noted that anticipation under 35 USC § 102 requires the disclosure in a 
single prior art reference of each element of the claim under consideration. See Verdegaal Bros. 
V. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ 2d 1051, 1053 (Fed. Cir. 1987). It 
is not enough, however, that the prior art reference discloses all the claimed elements in 
isolation. Rather, "[anticipation requires the presence in a single prior reference disclosure of 
each and every element of the claimed invention, arranged as in the claim." Lindemann 
Maschinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 481, 485 
(Fed. Cir. 1984) (citing Cornell v. Sears, Roebuck & Co., 722 F.2d 1542, 220 USPQ 193 (Fed. 
Cir. 1983)) (emphasis added). 

Regarding claims 1 and 13 (and claims 2-6, 8-12, and 14-15 depending from them), it is 
respectfully noted that Rosen does not disclose "a mobile element having a memory including a 
set of user service preferences," as claimed by the Applicant. First, no memory is shown or 
described with respect to Rosen's mobile communication system 130, 430. See Rosen, FIGs. 1 
and 4; and associated text at Rosen, Col. 2, line 40 - Col. 4, line 43. Second, even if the 
communication system 130, 430 did include memory, Rosen explicitly states "... the user's 
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profile can be stored in memory 1 12 of resolution server 1 10." Rosen, Col. 5, line 67 - Col. 6, 
line 1. Thus, the user's profile is stored in the resolution server 1 10, and not in a memory of the 
mobile communication system 130. 

The Office asserts that Rosen teaches "a mobile element having a memory including a 
set of user service preferences because Rosen already teaches storing a set of user service 
preferences in memory (112, fig. 1)" as the correct interpretation of Rosen's text in Col. 3, lines 
57-61 . . processor 1 1 1 and memory 1 12 of resolution server 1 10 are coupled to user interface 
device 133 located with mobile communication system 130 rather than being coupled through 
telecommunication network 100." However, this assertion overlooks the most likely meaning of 
the text. 

It is respectfully noted that attempting to physically move the memory 1 12 from the 
resolution server 1 10 into the mobile communication system 130 destroys the functionality of the 
server 110. FIG. 1 in Rosen shows a wireless link 140 coupling the mobile communication 
system 130 to the network 100, which is in turn coupled to the resolution server 1 10. Rosen 
describes the network 100 as "any type of network". Col. 2, line 48. Thus, Rosen's statement 
that the processor 1 1 1 and memory 1 12 may be coupled to the user interface device 133, rather 
than being coupled through the telecommunications network 100 may simply mean that there is a 
non-networked, wireless link 140 between the resolution server 1 10 and the mobile 
communication system 130. This interpretation is consistent with the illustrations and text of 
Rosen (see also FIG. 4), and does not require destroying the identity and function of the 
resolution server 1 10, as would adopting the interpretation proffered by the Office. In addition, 
Rosen never describes the operation of a system without the facilities offered by the resolution 
server 110. Thus, Rosen does not teach "a mobile element having a memory including a set of 
user service preferences," as claimed by the Applicant. 

Regarding claims 16, 20, and 25 (and claims 17, 21-22, 24, and 26 depending from 
them), it is respectfully noted that Rosen does not disclose "an application associated with the 
second service preference," or "selecting a second service preference associated with the 
application," as claimed by the Applicant. Considering the text in Rosen cited by the Office, it is 
respectfully suggested that perhaps the Office has confused the "application" claimed by the 
Applicant with either the "server address" or "information" taught by Rosen. 
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Rosen describes two scenarios for communicating with a mobile communication system. 
The first is shown in FIG. 2. Rosen's method operates to "send at least one resource server 
address to telecommunication transceiver" (at block 240) after which, by selecting an address at 
the mobile system (at block 250), the method will operate to "send geographically localized 
information" to the system (at block 260). This is confirmed by the associated text of Rosen at 
Col. 6, lines 5-1 1 and 26-33. Neither the server address nor the user-readable information 
(which is "provided to the user from telecommunications transceiver 131 via user interface 
device 133) is an "application" or program to be executed by a computer. A similar process is 
documented in Rosen at FIG. 3. Again, server addresses are received, as well as user-readable 
information. See Rosen, Col. 6, line 66 - Col. 7, line 5 and Col 7, lines 41-48. The Applicant 
was unable to find any teaching within the bounds of Rosen where applications (not addresses or 
information) were associated with service preferences. 

The Office asserts that "in order for the user to obtain information about these services, 
application programs are implicitly required to obtain these services . . ." However, this 
assertion overlooks the most common mechanism by which information is usually 
communicated. That is, it is entirely possible for service preferences to be communicated 
directly - without executing any application specifically associated with the service. Since the 
Applicant can find no support for this assertion, it appears the Examiner is using personal 
knowledge, and is respectfully requested to submit an affidavit as required by 37 C.F.R. § 
1.104(d)(2). 

It is respectfully noted that claim 16 is directed to "An apparatus, comprising ... an 
application associated with the second service preference", that claim 20 is directed to "A 
method of executing an application, comprising ... selecting a second service preference 
associated with the application according to the position and a first service preference retained in 
the mobile element", and that claim 25 is directed to a computer readable medium having 
program instructions for implementing the method of claim 20. These embodiments are not 
taught by Rosen. 

It is respectfully noted that "[t]he identical invention must be shown in as complete detail 
as is contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989); MPEP § 2131 (emphasis added). Since Rosen does not 
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teach "a mobile element having a memory including a set of user service preferences" or "an 
application associated with the second service preference," or "selecting a second service 
preference associated with the application," what is disclosed by Rosen is not identical to the 
subject matter of the embodiments claimed, and the rejection of claims 1-6, 8-12, 13-15, 16-17, 
20-22, and 24-26 under § 102 is improper. Reconsideration and allowance are respectfully 
requested. 



§ 103 Rejection of the Claims 
Claim 7 was rejected under 35 USC § 103(a) as being unpatentable over Rosen in view of 
Roundtree (U.S. 6,640,098; hereinafter "Roundtree"). Claims 18, 19, 23 and 27 were also 
rejected under 35 USC § 103(a) as being unpatentable over Rosen in view of Bar et al. (U.S. 
6,456,852; hereinafter "Bar") and Uchiumi (JP 41 1073398A; hereinafter "Uchiumi"). First, the 
Applicant does not admit that Rosen, Roundtree, Bar, or Uchiumi are prior art, and reserves the 
right to swear behind these references in the future. Second, since a prima facia case of 
obviousness has not been established in each case, the Applicant respectfully traverses these 
rejections. 

The Examiner has the burden under 35 U.S.C. § 103 to establish a prima facie case of 

obviousness. In re Fine, 837 F.2d 1071, 1074, 5 U.S.P.Q.2d (BNA) 1596, 1598 (Fed. Cir. 1988). 

In combining prior art references to construct a prima facie case, the Examiner must show some 

objective teaching in the prior art or some knowledge generally available to one of ordinary skill 

in the art that would lead an individual to combine the relevant teaching of the references. Id. 

The M.P.E.P. contains explicit direction to the Examiner that agrees with the In re Fine court: 

In order for the Examiner to establish a prima facie case of obviousness, three 
base criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the 
prior art, and not based on Appellant's disclosure. M.P.E.P. § 2142 (citing In re 
VaecK 947 F.2d 488, 20 U.S.P.Q.2d (BNA) 1438 (Fed. Cir. 1991)). 
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An invention can be obvious even though the suggestion to combine prior art teachings is 
not found in a specific reference. In re Oetiker, 977 F.2d 1443, 24 U.S.P.Q.2d (BNA) 1443 
(Fed. Cir. 1992). However, while it is not necessary that the cited references or prior art 
specifically suggest making the combination, there must be some teaching somewhere which 
provides the suggestion or motivation to combine prior art teachings and applies that 
combination to solve the same or similar problem which the claimed invention addresses. One 
of ordinary skill in the art will be presumed to know of any such teaching. (See, e.g., In re 
Nilssen, 851 F.2d 1401, 1403, 7 U.S.P.Q.2d 1500, 1502 (Fed. Cir. 1988) and In re Wood, 599 
F.2d 1032, 1037, 202 U.S.P.Q. 171, 174 (CC.P.A. 1979)). However, the level of skill is not that 
of the person who is an innovator but rather that of the person who follows the conventional 
wisdom in the art. Standard Oil Co. v. American Cyanamid Co., 114 F.2d 448, 474, 227 
U.S.P.Q. 293, 298 (Fed. Cir. 1985). The requirement of a suggestion or motivation to combine 
references in a prima facie case of obviousness is emphasized in the Federal Circuit opinion, In 
re Sang Su Lee, 211 F.3d 1338; 61 U.S.P.Q.2D 1430 (Fed. Cir. 2002), which notes that the 
motivation must be supported by evidence in the record. 

No proper prima facie case of obviousness has been established because (1) combining 
the references does not teach all of the limitations set forth in the claims, (2) there is no 
motivation to combine the references, and (3) combining the references provides no reasonable 
expectation of success. Each of these points will be explained in detail, as follows. 

Combining References Does Not Teach All Limitations: First, with respect to 
independent claims 1, 16, 20 and 25, no combination suggested in the Office Action will render 
all of the claim limitations. As noted above, Rosen does not disclose "a mobile element having a 
memory including a set of user service preferences," as claimed by the Applicant. Neither does 
Roundtree. 

Roundtree, like Rosen, maintains preferences in a system server database, and not in the 
mobile device. See Roundtree, Col. 3, lines 64-66. Thus, independent claim 1 is nonobvious. 
This conclusion applies with even greater force respecting dependent claim 7, since any claim 
depending from a nonobvious independent claim is also nonobvious. See M.P.E.P. § 2143.03. 

Second, with respect to independent claims 16, 20, and 25, the Office admits that Rosen 
does not disclose a number of elements claimed by the Applicants, including "a memory for 
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receiving a set of capabilities," or "an application is not downloaded to the mobile element if the 
set of capabilities associated with the mobile element is not in accordance with a set of 
application requirements," or "sending a set of capabilities associated with the mobile element to 
a service broadcaster/' or "refraining from broadcasting the application." Other elements not 
present include "an application associated with the second service preference" and "selecting a 
second service preference associated with the application according to the position". None of 
these elements are present in Bar or Uchiumi. 

It is asserted in the Office Action that Bar teaches "sending/broadcasting information to 
the user from a database depending on the capability associated with the user device" in Col. 5, 
lines 42-65 of Bar. However, a close reading of Bar reveals different information. In reality, 
Bar offers no choice at all: if the user has a laptop/modem, the user may access the database 
directly; otherwise, the user must dial a telephone number and listen to a series of recordings to 
obtain the desired information. Thus, Bar requires the user to determine capabilities and adjust 
his activity thereby; no "capabilities" are stored or used for comparison in Bar, as claimed by the 
Applicant. See Bar, Col. 5, lines 54-57. 

The assertion is made by the Office that Uchiumi discloses "determining application 
capabilities and providing an application service which corresponds to processing capability of 
each terminal." However, the actual (translated) text of Uchiumi's abstract reads "... an 
operation method of each terminal is preliminarily registered on a user interface information 
managing part 13 and service offer can be received with an operation method that corresponds to 
each terminal if information exchange is performed." This vague description of capabilities 
appears to refer to the display capabilities of a terminal (e.g., "if a terminal of the other party 
does not have image processing capability, it converts the image information into symbol 
information), and does nothing to teach the missing elements claimed by the Applicant. Thus, 
independent claims 16, 20, and 25 are nonobvious, as are those claims 18-19, 23, and 27 that 
depend from them. 

No Motivation to Combine References: The Office asserts that one would be motivated 
to combine Rosen with Roundtree because "this arrangement would facilitate accessing 
information from the Internet " However, this assertion is incorrect. Rosen already provides 
access to the Internet via server addresses. For example, Rosen illustrates the direct conversion 
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of a user location near a highway mile marker into a uniform resource locater World Wide Web 
address. See Rosen, Col. 5, lines 44-54. Nothing in the cited references indicates that adding the 
complexity of Roundtree to Rosen will further "facilitate access to the Internet" as asserted in the 
Office Action. Thus, there is no motivation to combine Rosen with Roundtree. 

The Office further asserts that one would be motivated to combine Rosen with Bar 
because "this arrangement would provide flexibility to the user for receiving information from a 
server in a form suitable for the user device." However, this assertion is also incorrect. Rosen 
already provides flexible access to server addresses. For example, Rosen illustrates the provision 
of a number of server addresses based on user location. See Rosen, Col. 6, lines 5-11. As noted 
above, Bar merely offers the alternative of calling the server via telephone to listen to recorded 
messages. Nothing in the cited references indicates that adding this manual user activity offered 
by Bar to Rosen will provide "flexibility to the user for receiving information from the server" as 
asserted in the Office Action. In fact, Rosen teaches away from using the telephone, since even 
"[t]ravel agents cannot easily modify a traveler's travel plan where those travel plans rapidly 
change." Thus, there is no motivation to combine Rosen with Bar. 

Uchiumi has no facility to receive telephone calls to update information exchange device 
10 information with user terminal attribute information. Thus, there is no motivation to combine 
Bar and Uchiumi. 

The use of unsupported assertions in the Office Action does not satisfy the explicit 
requirements needed to demonstrate motivation as set forth by the In re Sang Su Lee court. 
Therefore, the Examiner appears to be using personal knowledge, and is respectfully requested to 
submit an affidavit as required by 37 C.F.R. § 1.104(d)(2). 

No Reasonable Expectation of Success: As has been previously noted, modifying Rosen 
to implement the access to the Internet provided by Roundtree may actually create additional 
barriers to access, rather than facilitating access. For example, Roundtree introduces a complex 
process whereby individual wireless devices are "pinged" before access may be granted, adding 
another layer of access delay. See Roundtree, FIG. 6, block 174 and associated text at Col. 9, 
line 49 - Col. 10, line 4. Rosen teaches away from the telephone usage promoted by Bar (see 
above). The system of Uchiumi would not operate at all if reliance were placed on a user to 
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phone in to the information exchange device, according to Bar, since there is no facility for the 
reception of such information. See Uchiumi, FIG. 1. 

In addition, as noted above, several elements of claims 18-19, 23, and 27 are not provided 
by any of the cited references. Thus, there is no reasonable expectation that any combination of 
Rosen, Roundtree, and Bar will be able to provide the missing elements, such as "sending" and 
"receiving" capabilities, and "refraining" from sending applications based on comparing 
capabilities. Further, none of the references discloses "an application associated with the second 
service preference" and "selecting a second service preference associated with the application 
according to the position". 

The test for obviousness under § 103 must take into consideration the invention as a 
whole; that is, one must consider the particular problem solved by the combination of elements 
that define the invention. Interconnect Planning Corp. v. Feil, 774 F.2d 1 132, 1 143, 227 
U.S.P.Q. 543, 551 (Fed. Cir. 1985). References must be considered in their entirety, including 
parts that teach away from the claims. See MPEP § 2141.02. The fact that references can be 
combined or modified does not render the resultant combination obvious unless the prior art also 
suggests the desirability of the combination. In re Mills, 16 USPQ2d 1430 (Fed. Cir. 1990); 
M.P.E.P.§ 2143.01. 

Therefore, since there is no evidence in the record to support disclosure by either Rosen, 
Roundtree, Bar, or Uchiumi of "a mobile element having a memory including a set of user 
service preferences," or "an application associated with the second service preference," or 
"selecting a second service preference associated with the application according to the position," 
or "a memory for receiving a set of capabilities," or "an application is not downloaded to the 
mobile element if the set of capabilities associated with the mobile element is not in accordance 
with a set of application requirements," or "sending a set of capabilities associated with the 
mobile element to a service broadcaster," or "refraining from broadcasting the application," since 
there is no motivation to supply the missing elements (since the references teach away from such 
a combination), and since no reasonable expectation of success arises, a prima facie case of 
obviousness has not been established with respect to independent claims 1,16, and 20, and 25. 
This conclusion also applies to dependent claims 7, 18-19, 23, and 27 since any claim depending 
from a nonobvious independent claim is also nonobvious. It is therefore respectfully requested 
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that the rejections of claims 7, 18-19, 23, and 27 under 35 U.S.C. § 103 be reconsidered and 
withdrawn. 

CONCLUSION 

The Applicant respectfully submits that the claims are in condition for allowance and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's attorney Mark Muller at 210-308-5677, or the below-signed attorney (at 612-349- 
9592), to facilitate prosecution of this Application. As noted above, if the Examiner is not 
convinced that the pending claims are in condition for allowance after reviewing this document, 
the courtesy of an Examiner's Interview is respectfully requested prior to preparing and mailing 
any Final Office Action. If necessary, please charge any additional fees or credit overpayment to 
Deposit Account No. 19-0743. 
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